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Fish & Richardson P.C. 
1425 K Street, N.W. 
11th Floor 
Washington, DC 20005 

202 783 5070 main 
202 783 2331 fax 

Indranil Mukerji 
Principal 
Mukerji@fr.com 
202 626 7762  direct 

 
VIA EDIS 
 
 
February 21, 2016 
 
 
The Honorable Lisa R. Barton 
Secretary to the Commission 
U.S. International Trade Commission 
500 E Street, S.W. 
Washington, D.C. 20436 
 
Re:  Certain Hybrid Electric Vehicles and Components Thereof; Dk. No. 337-3196 
 
Dear Secretary Barton: 
 
Pursuant to Commission Rule 210.8(c)(2), Complainants Paice LLC and the Abell Foundation, 
Inc. hereby submit this reply to the public interest comments filed by Respondent Ford Motor 
Company (“Ford”) on February 16, 2017 (Doc. ID 603814, “Ford Letter”).   
 
The Ford Letter is long on jingoism but short on relevance.  Paice is not accusing Ford’s products 
and acts from the 20th century; nor is Paice discouraging anyone from buying and hiring 
American—in fact, holding infringing importers accountable encourages American industry.  
Foundationally, it was Ford’s decision to make the infringing cars abroad and then import them—
facts that Ford does not deny—that gives the Commission jurisdiction over Ford’s products.  When 
Ford decided to make the infringing cars outside the United States, “the jobs left and the factories 
closed,” leaving “rusted out factories scattered like tombstones across the landscape of our nation,” 
and “enrich[ing] foreign industry at the expense of American industry.”  See Donald J. Trump, 
Inaugural Address (Jan. 20, 2017).  Ford’s attempt to now wrap itself in the American flag defies 
credulity.  Ford is free to avoid the ITC’s jurisdiction by moving its manufacturing to the U.S.  But 
until it does so, Ford is subject to the authority of the Commission.  And, as set forth in more detail 
below, Complainants’ remedies will not impact the public interest.  For these reasons, 
Complainants respectfully submit that the Commission should decline to delegate consideration 
of the public interest factors to the ALJ and should not decline or delay institution. 
 
I. Ford Identifies No Issues Warranting Delegation of Public Interest to an ALJ 

Ford identifies no reason to have the ALJ take evidence on the public interest factors.  Pursuant to 
19 C.F.R. § 210.10(b), the Commission may delegate consideration of public interest factors to 
the ALJ based on submissions regarding: (1) use of the articles in the United States; (2) public 
health, safety, or welfare concerns; (3) the existence of like or competitive articles; (4) the capacity 
of Complainants, its licensees, or third parties to replace the volume of accused products; and (5) 
the impact on consumers.  19 C.F.R. § 210.8(b); see also 19 U.S.C. § 1337(d).  Complainants’ 
initial public interest statement explains why the complaint, in light of these factors, does not 
present a situation where the Commission, the parties, and the public should be required to undergo 
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the time and expense of discovery and trial before an ALJ regarding public interest.  Ford’s letter, 
however, merely boasts Fords status as a self-proclaimed “American icon” and disparages 
Complainants with incendiary rhetoric about Paice’s business model as a licensing company 
(licensing that, through Abell’s investment, is used to revitalize an American city).  This rhetoric 
is largely irrelevant to the public interest factors. 
 
Complainants seek to advance American energy policies: While the current political climate 
includes spirited debate over the impact of fossil fuel emissions on the climate, what remains 
undisputed by all is that oil is a finite commodity that will run out someday.  That fact is directly 
tied to the national security interest of the United States, and a bedrock principle behind the 
directive to secure America’s energy independence.  In any event, Complainants’ requested 
remedial orders will not contravene clean energy policies, contrary to Ford’s arguments.  See Ford 
Letter at 5.  Since its inception, Paice has been at the forefront of bringing fuel-efficient hybrid 
electric vehicle (HEV) technology to the U.S. market.  In fact, Paice and Abell’s licensees account 
for the majority of the HEVs on U.S. roads today (accounting for approximately 71% of U.S. 
hybrid car sales in December 2016), and the licensees can fulfill the demand for Complainants’ 
patented technology in the event of an exclusion order.  Paice also played a major role in promoting 
the standards responsible for the green vehicle lineups available to consumers today.  Paice twice 
testified at Congressional hearings alongside major auto companies in 2001 and 2002 regarding 
the reform of the Corporate Average Fuel Economy (CAFE) standards.  Complainants have always 
advocated for adoption of fuel-efficient and eco-friendly HEVs in the U.S. market and have 
invested millions of dollars to that end.  Complainants have spent years educating large automotive 
companies, including Ford, on the merits of hybrid technology and the specifics of Paice’s patented 
control strategies.  Complainants spent millions of dollars developing, teaching and promoting this 
technology—technology embodied in the HEVs on the road today.  But, after learning everything 
it needed from Paice following years of collaboration, Ford elected to simply use Paice’s patented 
technology without permission.  Only by enforcing intellectual property rights to prevent such 
unlawful activity will innovators continue to invest in energy-efficient technologies.  
 
Exclusion of unlawful imports will not impact U.S. manufacturing jobs: Complainants seek 
to exclude only infringing hybrid electric vehicles that are unlawfully imported into the United 
States.  Ford’s assertion that Complainants’ requested remedial orders will somehow “undercut[] 
the new Administration’s mandate to stimulate American manufacturing and jobs,” Ford Letter at 
2, ignores that the ITC’s jurisdiction relates to international trade, not domestic manufacturing.  
The requested limited exclusion order and cease and desist order will not threaten any of Ford’s 
domestic manufacturing.  Ford’s argument about U.S. manufacturing and jobs is simply wrong. 
 
Ford does not dispute the existence of like or competitive articles: There is no dispute about 
the existence of “like or directly competitive articles that complainant, its licensees, or third parties 
make which could replace the subject articles if they were to be excluded.”  19 C.F.R. § 
210.8(c)(iii) (emphasis added).  Ford does not contest that its accused vehicles represent a subset 
of the hybrid vehicle industry.  Instead, Ford urges the Commission to look to “Paice’s previous 
actions,” and then attempts to disparage Complainants for enforcing their intellectual property 
rights against other automakers.  However, the relevant inquiry is whether like or competitive 
articles could replace the accused vehicles, and the answer is undoubtedly “yes.”  As set forth in 
Complainants’ initial public interest submission, Complainants’ licensees accounted for 
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approximately 71% of U.S. hybrid sales for December 2016, including Toyota’s large line of 
hybrids, the Hyundai Sonata and Kia Optima hybrids, and several other well-known hybrids.   
 
Complainants’ licensees are capable of filling any portion of the market left unfilled should Ford’s 
accused products be excluded.  Therefore, these same licensees will carry out the energy policies 
stressed by Ford in its letter.  See Ford Letter at 5.  Moreover, despite Ford’s characterization of 
Complainants’ licensees as foreign entities who do not manufacture hybrid vehicles in the United 
States, Cars.com ranked the Toyota Camry as the “Most American” car in its American-Made 
Index for the second year in a row.  Cars.com Releases List of ‘Most American’ Cars in Annual 
American-Made Index, CARS.COM (June 28, 2016).  And for the second year in a row, Ford is not 
on the list.  Id.  Indeed, Toyota’s Camry and Avalon Hybrids are both manufactured in 
Georgetown, Kentucky, and its Highlander Hybrids are manufactured in Princeton, Indiana.  
Toyota Production in N. America Exceeds 2 Million Again in 2016, TOYOTA.COM (Jan. 19, 2017). 
 
Ford’s complaint regarding the submission of Complainants’ licenses is misplaced.  Complainants 
have, in fact, submitted their confidential licenses to the ITC, and counsel for Ford will have access 
to these confidential exhibits once a protective order is entered.  
  
The accused products are properly defined:  Ford’s argument that the “accused products” are 
“defined too broadly” appears unrelated to the public interest factors.  In any event, the asserted 
claims are drawn to either a hybrid vehicle, or a method of controlling a hybrid vehicle.  Section 
337 defines as unlawful the importation articles that infringe a valid and enforceable U.S. patent.  
19 U.S.C. § 1337(a)(1)(C).  Because Ford’s hybrid electric vehicles and components thereof are 
articles that infringe the asserted claims, the accused products are properly defined as such.  In 
fact, Ford’s public interest statement presages its own infringement, when Ford states that the 
asserted patents relate to a “sliver of code” in Ford’s vehicles.  See Ford Letter at 2.  Ford fails to 
acknowledge, however, that the source code (no matter how big or small) embodying the asserted 
patents go to the very heart of controlling the “hybridness” of HEVs, coordinating the combustion 
engine and electric motor(s) to maximize fuel and emissions efficiency while maintaining superior 
drivability.  Indeed, the asserted claims relate to, inter alia, when to use the gas engine, the electric 
motor, or both, to propel a hybrid vehicle, and outside of the context of litigation disputes, other 
automakers have admitted that “The most important deciding factor on fuel consumption in [a] 
hybrid vehicle is determining when to activate the engine (at which RPM and torque).”  See 
Complaint, Ex. 98 at 75:17-21.  If the infringing code and the hybrid control strategy it implements 
were unimportant, Ford would not need to use it.  Nevertheless, Ford’s attempt to denigrate the 
patented technology is wholly irrelevant to the public interest factors.  
 
II. Ford Identifies No Legitimate Basis to Decline or Delay Institution 

Ford’s request that the Commission deny or delay institution in light of pending appeals of inter 
partes review decisions by the Patent Trial and Appeal Board (PTAB) is not responsive to the 
Commission’s request for comments on public interest and should be disregarded altogether.  See 
82 Fed. Reg. 9754 (Feb. 8, 2017) (“[T]he Commission is soliciting comments on any public 
interest issues raised by the complaint or complainant’s filing pursuant to the Commission’s Rules 
of Practice and Procedure.”); Spansion, Inc. v. Int'l Trade Comm'n, 629 F.3d 1331, 1360 (Fed. Cir. 
2010) (noting that “the ongoing PTO reexamination . . . is not explicitly listed as a public interest 
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factor in Section 337.”).  In fact, Ford’s request is legally unsupported because 19 U.S.C. § 
1337(b)(1) dictates that “[t]he Commission shall investigate any alleged violation of this section” 
and “conclude any such investigation and make its determination under this section at the earliest 
practicable time after the date of publication of notice of investigation.”  (emphasis added); see 
also Amgen Inc. v. U.S. Int'l Trade Comm’n, 902 F.2d 1532, 1536 (Fed. Cir. 1990) (holding the 
Commission is required to make a determination on the merits).   
 
There is no basis to deny institution: In light of the legal framework described above, it is not 
surprising that Ford has cited no authority proscribing institution, in whole or in part, based on 
public interest factors, let alone Patent Office activity.  Ford’s “scorched Earth” tactic, filing 25 
separate IPR petitions directed toward Paice’s patents, and the Patent Office’s decisions related to 
those petitions, have no bearing on whether to institute this investigation.  Moreover, the Patent 
Office proceedings are not relevant to the public interest factors related to “the public health and 
welfare, competitive conditions in the United States economy, the production of like or directly 
competitive articles in the United States, and United States consumers.”  19 U.S.C. § 1337(d).  If 
Ford raises validity defenses, the Administrative Law Judge will gather evidence regarding those 
defenses in the course of the Investigation and make a decision on that evidence based on the 
different standard used in Commission proceedings.  And contrary to Ford’s assertion, 
Complainants do not assert “cancelled claims.”  Ford Letter at 3.  As set forth below, Complainants 
are asserting numerous claims untouched by Ford’s IPRs.  And as to the claims subject to IPR 
decisions, Complainants have timely appealed those unpatentability findings.  As a result, the 
PTAB’s decisions do not result in cancelled claims, do not strip the claims of their presumption of 
validity, and do not bind the Commission until the time for appeals has expired.  See 35 U.S.C. § 
318(b); Fresenius USA, Inc. v. Baxter Int'l, Inc., 721 F.3d 1330, 1339, 1344-46 (Fed. Cir. 2013); 
Spansion, Inc. v. Int'l Trade Comm'n, 629 F.3d 1331, 1360 (Fed. Cir. 2010); Dow Jones & Co. v. 
Ablaise Ltd., 606 F.3d 1338, 1349 (Fed. Cir. 2010). 
 
There is no basis to delay institution: There is also no basis to delay institution while the Federal 
Circuit resolves the IPR appeals described in Complainants’ letter of February 15th (EDIS Doc. 
ID 603651).  In fact, in the history of Section 337 proceedings, the Commission has never delayed 
institution on the basis of Patent Office activity.  Moreover, delaying institution as to the claims 
on appeal is simply unworkable because many of the asserted claims are unaffected by Ford’s 
deluge of IPRs.  Indeed, Complainants assert 14 claims that Ford either failed to successfully 
challenge at the PTAB (including, among others, all asserted claims for U.S. Patent No. 7,455,134) 
or did not challenge at all.  There is no legitimate reason to hold up the entire investigation in view 
of the appeals of other claims, especially where Ford acknowledges that the Federal Circuit will 
issue decisions “imminently” or “early on in [the] ITC investigation.”  Ford Letter at 4.  And Ford’s 
request to delay only the asserted claims on appeal would simply result in costly and inefficient, 
piecemeal litigation that will not benefit the parties, the ALJ, or the Commission.  This is especially 
true where, as here, the asserted claims that Ford seeks to defer involve the same accused products 
and the same or similar discovery.  Moreover, Ford does not identify any additional resources that 
must be expended to account for additional asserted claims.  As with all investigations, 
Complainants will streamline their case prior to the hearing, taking into account the Federal 
Circuit’s decisions. 
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III. Ford’s Rhetoric About Complainants’ Business Model Is Irrelevant 

Ford devotes the majority of its submission to disparaging Paice and its licensing business model, 
but ignores that it was happy to learn from Paice during years in which the two companies 
collaborated.  Ever since the invention of the asserted patents, Paice has actively sought 
partnerships with members of the automotive industry with sufficient infrastructure and capacity 
to bring Paice’s technology into the marketplace.  And as documented in detail in the complaint, 
from 1999 to 2004, Paice worked extensively with multiple divisions at Ford (including over 100 
interactions) to develop and design automobiles that included the emissions and fuel economy 
advantages of using Paice’s patented technology.  See Complaint at ¶¶ 21-98.  But Ford elected to 
simply use its patented technology without permission, consistent with Ford’s treatment of Dr. 
Robert Kearns in the “Flash of Genius” intermittent windshield wiper litigation.  In light of this 
history, Ford’s rhetoric that Paice does not “make a tangible product” in contrast to Ford, “an 
American icon,” is simply disingenuous.   
 
Public interest is best served where patent rights are enforced through the exclusion of infringing 
articles.  See, e.g., Certain Ink Cartridges, Inv. No. 337-TA-565, at 24 (Dec. 2010) (“The public 
interest is not served if intellectual property rights are not respected, and the imposition of a penalty 
that is substantial enough to deter future violations is in the public interest.”); S. Rep. 100-71 at 
128-29 (1987); accord H. R. Rep. 100-40 at 156 (1987) (“The importation of any infringing 
merchandise derogates from the statutory right, diminishes the value of the intellectual property, 
and thus indirectly harms the public interest.).  Here, Paice, with the assistance of Abell, has 
invested millions of dollars developing and patenting Paice’s technology in-house.  That 
automakers like Ford, who chose to unlawfully import infringing products into the U.S. rather than 
take a license from U.S.-based innovators such as Paice and Abell brings their conduct squarely in 
the purview of Section 337.  Innovation is a primary driver of U.S. economic growth and requiring 
manufacturers to respect intellectual property rights is fundamental to protecting the economy.   
 
And Ford cites no authority to support its suggestion that Complainants’ patent licensing business 
model somehow undermines the public interest.  To the contrary, Congress amended the statute in 
1988 specifically to allow entities like Paice whose business focuses on research and development, 
or licensing to avail themselves of Section 337 protection.  19 U.S.C. § 1337(a)(3)(c).  Moreover, 
the legislative history includes favorable statements about an analogous start-up firm whose 
“product is its patents,” noting that it should not be denied “the right to exclude the work of pirates” 
if it made a significant investment in licensing.  132 Cong. R. H1782 (Apr. 10, 1986).  Although 
Complainants no longer have plans to manufacture hybrids themselves, given the prohibitive 
barriers to entry in the auto industry, Complainants’ products are their patents, and they seek to 
license their patents to manufacturers and exclude the work of pirates, like Ford.  Complainants’ 
licensing activities have encouraged practical applications of the inventions in the asserted patents, 
including by their licensees who manufacture and service hybrid vehicles in the United States.   
 
In view of the above and Complainants’ initial public interest statement, Complainants respectfully 
submit that the requested remedial orders would not have a significant impact on any of the 
statutory public interest factors and, thus, the Commission should not delegate consideration of 
the public interest to the Administrative Law Judge, and should not deny, delay, or limit institution. 
 

 



 

 

6 

 

Sincerely, 

/s/  Indranil Mukerji  
 
Indranil Mukerji 
Fish & Richardson P.C. 
1425 K Street NW, 11th Floor 
Washington, DC  20005 
 
Counsel for Complainants Paice LLC and the Abell Foundation, Inc. 

 

 

 

 

 

 


