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February 16, 2017 

 

VIA EDIS 

Lisa R. Barton, Secretary 

U.S. International Trade Commission  

500 E Street, SW 

Washington, DC 20436 

 

Re: Certain Hybrid Electric Vehicles and Components Thereof, Docket No. 3196 

 

Dear Secretary Barton: 

 

Pursuant to the Notice of the U.S. International Trade Commission (“Commission” or “ITC”), 

82 Fed. Reg. 9754 (Feb. 8, 2017), proposed Respondent Ford Motor Company (“Ford”) 

respectfully submits these public interest comments in response to the complaint filed by Paice 

LLC and Abell Foundation, Inc. (“Paice”) in the above-referenced matter.  Paice anchors its 

public interest position to the general concept in Baseband Processors that protecting IP rights 

is important (Paice PI Statement 1), but in that opinion, the ITC also instructs that IP rights 

must be balanced against statutory public interest factors.  See Inv. No. 337-TA-543, Comm’n 

Op. at 136-37 (Oct. 2011).  When so balanced, it is clear Paice’s actions belie public interest, 

rendering the requested investigation overbroad and premature, if not altogether improper.   

 

I. The Parties and Products Provide Context on the Degree of Harm Paice Will Cause 

 

To take full measure of the public interest pitfalls embedded in Paice’s complaint, context 

regarding the parties and products involved is pivotal.  Paice does not make any tangible 

product, but rather goes after businesses that do – in this case, an American icon.  The 

companies on which Paice relies in its attempt to satisfy domestic industry are not organic 

partners joining forces to create innovative products for the US hybrid vehicle market, but 

rather are reluctant licensees, shaken down through litigation, at the ITC and elsewhere.  Even 

those licensees (two Korean entities, a Japanese one, and unnamed others) don’t manufacture 

hybrid vehicles or their components in the United States.  (Compl. 53, 55, 58.)  Indeed, the 

purported domestic industry activities of such licensees are indeterminate, as Paice attempts to 

satisfy this element “on information and belief.”  (Id. at 53-58.)  Moreover, Paice failed to file 

with the complaint copies of the licenses necessary to legitimize Paice’s theory of domestic 

industry.  See 19 C.F.R. § 210.12(a)(9)(iv). 

 

In contrast, Ford is one of the most enduring American companies, offering pioneering 

products and employment opportunities to the US market since 1903, e.g.: 

 

 1914: Instituted $5/day pay, doubling the average factory worker salary, and an 8-hour 

work day, improving both company efficiency and worker well-being 
 

 1918: Made boats, ambulances, tanks, and plane engines for WWI Allies, then hired 

returning disabled veterans – one of the first efforts to employ workers with disabilities 
 

 1925: Manufactured tri-motor airplanes, spurring the commercial airline industry 
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 1941-45: Provided jeeps, bombers, and other equipment to support Allies in WWII 
 

 1970: Adopted three-point, self-adjusting, retracting front lap and shoulder belts 
 

 1996: Unveiled the Ford Ranger electric vehicle 
 

 2007: Created a hands-free connectivity system for drivers’ safe access to technology 
 

 2010-16: Selected as one of Ethisphere Institute’s World’s Most Ethical Companies  
 

 2014: Ranked #1 on Interbrand’s Best Global Green Brands list (was #2 in 2013) 
 

 2015: Named a Blue Ribbon Company via inclusion on Fortune Global 500, Fortune 500, 

Companies That Change the World, and World’s Most Admired Companies lists 
 

 2016: On Forbes List of America’s Best Employers 
 

 2016-Present: Adding a record 1,442 US patents in 2016 alone, maintains a portfolio of 

roughly 9,000 active US patents, of which over 1,000 involve hybrid technology 

 

See America’s Best Employers, FORBES (last visited Feb. 13, 2017), http://www.forbes.com/ 

best-employers/list/; Our Story, FORD (last visited Feb. 13, 2017), http://corporate.ford.com/ 

history.html; Ford receives record number of U.S. patents during 2016 after consistent 

increases in R&D, IPWATCHDOG (Jan. 10, 2017), http://www.ipwatchdog.com/2017/01/10/ 

ford-record-number-patents-2016/id=76583; Ford Only Automaker on Ethisphere Institute’s 

List of 2016 World’s Most Ethical Companies, FORD (Mar. 7, 2016), https://media.ford.com/ 

content/fordmedia/fna/us/en/news/2016/03/07/ford-only-automaker-on-ethisphere-institutes-

list-of-2016-world.html; Ford Named 2015 Blue Ribbon Company by FORTUNE, FORD (Dec. 

15, 2015), https://media.ford.com/ content/fordmedia/fna/us/en/news/2015/12/15/ford-named 

-2015-blue-ribbon-company-by-fortune.html; Interbrand Releases the 4th Annual Best Global 

Green Brands Report, BUSINESS WIRE (June 24, 2014), http://www.businesswire.com/news/ 

home/20140624006052/en/Interbrand-Releases-4th-annual-Global-Green-Brands. 

 

As for the accused products, they are defined too broadly.  Even though the asserted claims 

relate to a relative sliver of code covering portions of the control strategies for hybrid vehicles 

– code which was developed entirely in the United States by Ford – Paice defines the accused 

products as encompassing entire cars.  This inappropriately gives Paice the chance to count 

the widest range of supposed domestic activities by its licensees to fulfill the economic prong, 

as well as the greatest leverage to extract an inflated royalty from Ford, as Ford endeavors to 

prevent exclusion of its products and trickle-down disruption of its considerable US operations.   

 

II. Paice Will Undercut Presidential Policy, Competition, and Consumer Prosperity 

 

Paice’s requests will harm the public interest by undercutting the new Administration’s 

mandate to stimulate American manufacturing and jobs related thereto, which will weaken 

competitive conditions in the United States and reduce economic prosperity for US consumers.  

At his inauguration, President Trump highlighted his “buy American and hire American” 

initiative.  Inaugural address: Trump's full speech, CNN (Jan. 21, 2017), http://www.cnn.com 

/2017/01/20/politics/trump-inaugural-address.  To facilitate this policy, the President created a 

White House National Trade Council with an objective to boost American production of goods, 
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improve wages for US workers, shrink the trade deficit, and stop jobs from leaving the country.  

President-Elect Donald J. Trump Appoints Dr. Peter Navarro to Head the White House 

National Trade Council, GREAT AGAIN (Dec. 21, 2016), https://greatagain.gov/navarro-

national-trade-council- c2d90c10eacb#.9015 r32k4.  He also established a White House 

Manufacturing Council, which includes Ford’s CEO Mark Fields.  Trump launches 

manufacturing initiative with business leaders, CNN MONEY (Jan. 27, 2017), http://money.cnn. 

com/2017/01/27/news/trump-manufacturing-jobs-initiative.  Indeed, the strengthening of the 

US automotive industry is a strategic part of the President’s economic plan.  For example, in a 

White House meeting with automakers, in which Ford took part, President Trump underscored 

his goal of building new plants in the United States.  What Donald Trump Told America’s 

Biggest Automakers, REUTERS (Jan. 24, 2017), http://fortune.com/2017/01/24/donald-trump-

auto-executives-increase-production. 

 

Ford has supported such plans for domestic economic growth and has made considerable 

commitments thereto.  Ford’s CEO has expressed automakers’ desire to work with President 

Trump to create a “renaissance in American manufacturing.”  Id.  Such activities, and the jobs 

those efforts produce, are threatened should Paice ban Ford’s hybrids from the US market.   

 

Paice’s argument that only a subset of the industry will be barred by its requested remedy is 

misleading when Paice’s previous actions are taken into account.  Even though the current 

matter only names Ford as a respondent, Paice has targeted in a serial manner other key hybrid 

vehicle suppliers with Section 337 investigations (Volkswagen, Audi, Porsche, and Toyota) 

and district court actions (Hyundai, Kia, and Toyota).  Collectively, these entities comprise 

over 96% of the US hybrid vehicle market.  Breakdown of U.S. hybrid car sales in May 2016, 

by manufacturer, STATISTA (May 2016), https://www.statista.com/statistics/557288/sales-of-

hybrid-vehicles-in-the-us-by-manufacturer.  Thus, the vast majority of this market is already 

held captive by the lawsuits of a single non-practicing entity, and there is nothing preventing 

Paice from continuing to barrel through the industry with even more suits.   

 

III. Paice Will Abuse the ITC as a Forum 

 

Paice’s requests also harm public welfare and US consumers by abusing the ITC as a forum.  

It appears that Paice has filed its Section 337 action solely to avoid adverse results from 

proceedings at the Patent Trial and Appeal Board (“PTAB”) involving the same or similar 

technology.  Of the 45 claims Paice asserts in its ITC complaint, 31 have been cancelled by the 

PTAB and are on appeal, and 22 of the 31 cancelled claims have already been fully briefed and 

argued at the U.S Court of Appeals for the Federal Circult (“CAFC”): 

 

 8 of 11 asserted claims of US Patent No. 7,104,347 were found invalid by the PTAB and 

are on appeal.  IPR2014-00571, Paper 44 at 24 (claims 1, 7, 15, 23, 36) and Appeal No. 

2016-1412; IPR2014-00579, Paper 45 at 30 (claims 1, 7, 23, 37) and Appeal No. 2016-

1415; IPR2014-00884, Paper 38 at 25-26 (claims 1, 7, 10) and Appeal No. 2016-1745; 

IPR2015-00794, Paper 31 at 40 (claim 28) and Appeal No. 2017-1422. 
 

 16 of 23 asserted claims of U.S. Patent No. 7,237,634 were found invalid by the PTAB 

and are on appeal.  IPR2014-00904, Paper 41 at 21 (claims 1, 16, 18) and Appeal No. 

2016-1746; IPR2014-01416 Paper 26 at 25-26 (claims 80, 98, 99, 215, 235) and Appeal 

No. 2016-2034; IPR2015-00787, Paper 35 at 36-37 (claim 267) and Appeal No. 2017-

1309; IPR2015-00722, Paper 36 at 38 (claim 240) and Appeal No. 2017-1263; IPR2015-
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00785, Paper 31 at 74-75 (claim 112) and Appeal No. 2017-1388; IPR2015-00801, Paper 

28 at 73-74 (claims 267, 290) and Appeal No. 2017-1390; IPR2015-00784, Paper 35 at 

39 (claim 6) and Appeal No. 2017-1308; IPR2015-00791, Paper 36 at 44 (claim 94) and 

Appeal Nos. 2017-1311; IPR2015-00790, Paper 34 at 38 (claims 13, 25) and Appeal No. 

2017-1310. 
 

 All asserted claims of US Patent No. 7,259,388 were found invalid by the PTAB and are 

on appeal.  IPR2014-00875, Paper 38 at 30 (claims 1, 3) and Appeal No. 2016-1647. 
 

 All asserted claims of US Patent No. 8,214,097 were found invalid by the PTAB and are 

on appeal.  IPR2014-00570, Paper 44 at 18 (claims 30, 32, 33) and Appeal No. 2016-

1411; IPR2014-01415, Paper 30 at 36 (claims 21, 30, 34) and Appeal No. 2016-2033. 

 

For claims argued at the CAFC in December 2016 for the 347 patent (claims 1, 7, 10, 15, 23, 

36, 37) and 388 patent (claims 1, 3), Ford expects a decision imminently.  For claims argued 

at the CAFC in February 2017 for the 634 patent (claims 1, 16, 18, 80, 98, 99, 215, 235) and 

097 patent (claims 21, 30, 32, 33, 34), Ford expects a decision early on in any ITC investigation 

instituted based on Paice’s recent complaint.  Should Ford prevail on these appeals, as 

expected, no ITC case will remain for the 388 and 097 patents, and the claims of the remaining 

three patents will be sizably reduced.  To avoid dueling administrative agencies and statutes, 

as well as wasting the significant judicial and party resources already spent at the PTAB and 

the CAFC, Ford suggests the ITC delay institution of the investigation, at least as to the above 

claims, to allow one administrative process to conclude before beginning another.  Such a delay 

is particularly warranted, given the serious risks to the public interest that could result from 

pursuing Paice’s complaint.  Paice chose not to file for Section 337 relief earlier in the life of 

the asserted patents, and, thus, any objection Paice may have to a reasonable delay has no merit.  

 

Paice has engaged in even further procedural gamesmanship vis-à-vis its district court matter 

against Ford.  In its ITC complaint, Paice alleges that “Ford seeks to delay and extend” the 

district court dispute – going so far as to suggest that Ford has a pattern of nefarious behavior 

in litigation.   (Compl. 4.)  In reality, Paice itself recommended to the court since at least 2015 

that the case remain stayed.  Paice LLC and  Abell Found., Inc. v. Ford Motor Co., Case No. 

1:14-cv-00492-MJG, Paice LLC and Abell Foundation, Inc.’s Status Report (Dist. Md. Dec. 

15, 2016) (“It is the position of the parties that the stay should continue at this juncture.”). 

 

Paice’s demand that a third front be opened up with regard to these claims – first in district 

court, then at the PTAB, and now at the ITC – is a deliberate attempt to forum shop.  The ITC 

is not meant to be used in this manner.  Voices, such as those on the House Judiciary 

Committee, have encouraged the ITC to use the public interest factors more liberally to address 

such abuses in the Section 337 arena:  

 

[T]he ITC rarely exercises its responsibility to apply the public-interest test.  This 

failure to follow the law has particularly damaging results in today’s technology 

markets in which products are often reliant on hundreds or thousands of patents.  

The ITC has the ability to take certain immediate steps within its statutory 

authority to correct these problems. 

 

Patent Litig. at the ITC: Hr’g before Subcomm. on Intellectual Prop., Competition and the 

Internet, H. Comm. on the Judiciary, 114th Cong. (Apr. 14, 2016) (Goodlatte testimony). 
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Paice does not ask for injunctive relief to protect its own US market of tangible goods (which 

does not exist), but rather to leverage the peril of exclusion to extract unnecessary licenses.  

Like forum shopping, seeking an unwanted exclusion order takes away scarce ITC resources 

from actions involving genuine disputes over domestic industries that could truly benefit from 

the powerful relief the Commission can offer.  Ford believes in a strong ITC, as evidenced by 

its own Section 337 cases and its public statements of support for the forum, but also recognizes 

that some parties misuse the ITC in a manner that frustrates its mission. 

 

IV. Paice Will Contravene Clean Energy Policies  
 

Paice’s requested remedy also harms public welfare and US consumers by contravening US 

federal and state clean energy initiatives.  Hybrid vehicles serve an important function in the 

success of sustainable energy policies.  For example, in a 2015 study, the National Highway 

Traffic Safety Administration concluded that hybrids were an ideal way to meet the strict 

Corporate Average Fuel Economy standards for 2025.  Sarah Shelton, Reaching 2025 CAFE 

Standards Will Be Easier Than Predicted, HYBRIDCARS.COM (June 25, 2015), 

www.hybridcars.com/reaching-2025-cafe-standards-will-be-easier-than-predicted.  Many 

state energy policies, too, place considerable emphasis on the adoption of hybrid and plug-

in electric vehicles.  See State Efforts Promote Hybrid and Electric Vehicles, NAT’L 

CONFERENCE OF STATE LEGISLATURES (Dec. 3, 2015), www.ncsl.org/research/energy/state-

electric-vehicle-incentives-state-chart.aspx.  These issues fall squarely within a traditional 

public interest analysis.  Indeed, in Certain Automatic Crankpin Grinders, the ITC held that 

the need to fulfill energy policies can be a sufficient public interest basis on which to deny 

relief.  Inv. No. 337-TA-60, Comm’n Op. at 18-21 (Dec. 17, 1979) (denying remedy that 

interfered with higher auto fuel efficiency standards in the Energy Policy & Conservation Act).  

 

V. The ITC Should Deny Institution or Delay and Narrow Any Investigation  

 

Based on the above, Ford submits that the public interest proscribes institution of an 

investigation based on Paice’s complaint.  Alternatively, should institution be granted, Ford 

urges the ITC to: (i) exclude claims that are being adjudicated by the CAFC, until a final 

decision as to those claims is obtained; (ii) narrow the definition of accused products to reflect 

the articles purportedly practicing the asserted technology; and (iii) direct the Administrative 

Law Judge to take evidence on the far-reaching harms to the public interest that could result 

from this matter. 

 

      Respectfully submitted, 

    

      /s/ Jamie D. Underwood  

Jamie D. Underwood 

ALSTON & BIRD LLP 

950 F Street NW 

Washington, DC 20004 

Telephone:  202-239-3300 

Facsimile:   202-239-3333 

 

Counsel for Ford Motor Company 



Certain Hybrid Electric Vehicles and Components Thereof 

 

 Docket No. 3196   

 

           

CERTIFICATE OF SERVICE 

 I HEREBY CERTIFY that on this day, a true and correct copy of the foregoing document 

was served by the indicated means to the persons at the addresses below: 

The Honorable Lisa R. Barton 

Secretary to the Commission 

U.S. International Trade Commission 

500 E Street, S.W., Room 112 

Washington, DC 20436 

Via Electronic Filing (EDIS) and 

Via Hand Delivery (8 Copies) to be delivered 

by the next Business Day 

 

Counsel for the Complainants’ 
 

Indranil Mukerji 

FISH & RICHARDSON P.C. 

1425 K Street NW, Suite 1100 

Washington, DC 20005 

 

John S. Goetz  

FISH & RICHARDSON P.C.  

153 East 53“ Street  

New York, NY 10022.  

 

  

 Via First Class Mail   

 

 

 

 

Date: February 16, 2017  /s/ Jamie D. Underwood  
   Jamie  D. Underwood  

 


